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IP protection in China: tips for Australian wine companies  
China Food & Drinks Fair 2018, Chengdu 
 
Key messages: 

• Register trade marks in China as early as possible 
• Develop and trade mark a good Chinese brand 
• Consult a trade marks attorney 

 
Protect your brand by registering a Chinese trade mark 
A trade mark is the intellectual property right used to protect a brand. If you do not have a registered trade mark in 
China, your brand is not protected in China, and is potentially vulnerable to trade mark squatters.  

Unlike Australia, China has a first to file trade marks system. This means that you have no rights to your trade mark 
in China until you register it in China. Trade mark squatters opportunistically register others’ trade marks in order to 
sell them back to the original company at an inflated price - up to millions of dollars. The only effective way to avoid 
such bad faith trade mark filings is to file for trade mark protection in China as early as possible. 

Consider developing a Chinese language brand and filing for trade mark protection before you make it public. Your 
Chinese brand could be a transliteration and/or translation of your English brand, or a completely new name. It’s 
important to consult with branding professionals to develop a brand that is appealing to Chinese consumers. 
Examples of good Chinese branding of Australian wines includes Penfolds (奔富  bēn fù), Jacob’s creek (杰卡斯  jié 
kǎ sī), and Yellow Tail (黄尾袋鼠  huáng wěi dàishǔ). 

Case study – Castel wines 

Castel wines registered CASTEL as a trade mark in China, but didn’t develop a Chinese 
brand. Castel’s Chinese distributors labelled the wines with the transliteration 卡斯特 
Kǎ sī tè on Chinese import documentation. A trade mark squatter registered卡斯特 
Kǎ sī tè as a trade mark in China and successfully sued Castel for RMB 33.73 million 
(AUD 6.92 million) for trade mark infringement. In addition to the fine, Castel had to 
develop a new Chinese brand.  

 
卡斯特 Kǎ sī tè 

With over 14.9 million registered trade marks in force, it’s important to check if someone else has already registered 
a mark identical or similar to your own. Spotting conflicts from the outset can reduce your risk of infringing other 
trade marks and save you from wasting time and money on applications likely to be rejected. It’s possible to do a 
preliminary search of the Chinese trade mark register yourself for existing registrations and applications. The official 
Chinese trade marks register search is available at http://wsjs.saic.gov.cn/; see our Guide to searching the Chinese 
trade marks register at www.ipaustralia.gov.au/china. Consult a trade marks attorney for a professional search. 

If you find someone else has registered your trade mark, you generally have several options. You can negotiate to 
buy it from them; oppose the registration or file to invalidate the trade mark (noting it’s hard to establish grounds of 
bad faith); or rebrand for the Chinese market. If you find your distributor or business associate has registered your 
trade mark without your consent there are measures available to you to challenge the registration. 

File directly with the Chinese trademark office. The Madrid system does not work well for China.  

Use a good trade marks attorney. An Australian trade marks attorney or China-based firm can work with you on 
your trade marks strategy.  

Consider defensive trade marks registrations in goods and services related to wine. For example, in addition to 
registering for wine in trade marks class 33, also consider other beverages in class 32 and bar services in class 43.  

Register trade marks in all relevant markets  
IP rights are territorial; a registered Australian trade mark does not provide any protection in China. Mainland China, 
Hong Kong, Macau and Taiwan all have separate legal systems, and protection in each territory requires separate 
registration.  
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Monitor for infringement  
IP is a private property right, so you’re responsible for monitoring and enforcing your IP. You should monitor for IP 
infringement in both online and offline markets. Specialised online monitoring and offline investigation services can 
be engaged through law firms or directly. 

Monitor for infringing goods on ecommerce platforms including Taobao, Tmall and JD.com. If you find infringing 
goods, use the platform’s IP protection portal to file take-down requests on infringing sellers along with evidence of 
your IP right (trade mark, copyright or other).  

To strike at the source of the infringing goods, you’ll need to take action offline. Monitor physical markets and trade 
fairs for IP infringements and counterfeits, and collect evidence for enforcement actions. Evidence requirements are 
very strict (for example, notarisation requirements), so seek expert legal advice.  

Enforce your IP rights  
If you discover infringement, there are several enforcement options available.  

• Under administrative enforcement, you present evidence of the infringement to local authorities, who can 
conduct raids, seize infringing goods and issue fines. This is the most useful means for straightforward 
counterfeiting or trade mark infringement cases.  

• Civil enforcement remedies are like those available in Australia - courts can issue injunctions and award 
damages. There are specialised IP courts and IP tribunals to hear IP cases. Statistics show that foreign 
companies enjoy similar win rates in civil IP cases.   

• Chinese customs can seize shipments of infringing goods before they leave China’s borders. You will need to 
record your registered trade mark with customs, respond quickly to notification of seizures and post a bond 
for each seizure. Chinese customs are most effective if you can assist them by providing information on 
suspected infringing shipments. 

Other things to know 
• Use enforceable contracts designed for China - China doesn’t enforce foreign court judgements, so 

contracts should provide for dispute resolution in a Chinese court, or via arbitration. 
• Register trade marks in China before you exhibit your product at any trade fairs in China. You are advertising 

your brand and interest in the China market, which makes you an attractive target for trade marks squatters. 
Trade fairs can also be a good opportunity to identify IP-infringing products. 

• Seek experienced legal advice. An Australian trade marks attorney can work with Chinese associates to 
register and enforce your IP rights. For other Chinese legal advice, including contracts and business 
structures, be sure to carefully select an Australian, International or Chinese law firm that has expertise with 
Chinese law and experience performing similar legal work. 

Further information 
IP Australia’s China web content provides further information on applying for a trade mark, trade mark enforcement, 
and general commercial considerations. https://www.ipaustralia.gov.au/china  

IP Australia’s Beijing-based Counsellor provides IP guidance and support for Australian businesses in China. For more 
information, or to discuss your specific situation, contact david.bennett@ipaustralia.gov.au 


